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T.D. INFORMAL MEMO: DO NOT MAIL THIS MEMO TO APPLICANT 

Date: l 30-Mar-06 J APPL. S. N: | l0761938 | 



To Examiner: 



| TABATABAI, ABOLFAZj Art Unit | 2625 



From l Jefferson, Henry j Return This Memo To: Case |jef-2D68 1 

PARALEGAL SPCECIALIST Drop-Off Location I " 1 

SUBJECT: Decision on Terminal Disclaimer(T.D.) filed: 

INSTRUCTIONS: I have reviewed the submitted T.D. with the results as set forth below. If you agree, please use the appropriate 

form paragraphs identified by this informal memo in your next Office action to notify applicant of the T.D. If you disagree 

or have any questions, please see me or the Special Program Examiner. THIS IS AN INFORMAL, INTERNAL MEMO ONLY. 

IT MUST NOT BE (1) MAILED TO APPLICANT OR (2) PLACED OF RECORD IN THE APPLICATION FILE. When your action is complete, 

please initial, date and return this memo to me. THANK YOU. 
E The T.D. is PROPER and has been recorded (see 14.23). 

□ The T.D. is NOT PROPER and has not been accepted for the reason(s) checked below (see 14.24): 

C The TD fee of I has not been submitted nor is there any authorization in the application file for the 



use of a deposit account 

□ Tne T,D - does not satisfy Rule 321 in that the person who has signed the T.D. has not stated the extent of 
his/her interest (and/or the extent of the interest of the business entity represented by the signature) 

in the application/patent (see 14.26 & 14.26.01). 

Fj The T.D. lacks the enforceable only during common ownership clause - needed to overcome a non-statutory 
double patenting rejection, Rule 321(b) (see 14.27.01). 

["j The T.D. is directed to a particular claim(s), which is not acceptable since "the disclaimer must be for a terminal 
portion of the term of the entire patent to be granted" (MPEP 1490) (see 14.26 & 14.26.02). 

[j The person who signed the T.D.: 

□ is not an attorney "of record" (see 14.29 and 14.29.01). 

[j has failed to state his/her capacity to sign for the business entity (see 14.28). 

□ is not recognized as an officer of the assignee (see 14.29 & possible 14.29.02). 

r—j No documentary evidence of a chain of title from the original inventor(s) to assignee has been submitted, 
nor is the reel and frame number specified as to where such evidence is recorded in the Office 
(see 37 CFR 3.73(b) and 1140 O.G. 72). NOTE: This documentary evidence or the specifying of the reel and 
frame number may be found in the T.D. or in a separate paper of record in the application (see 14.30). 

□ The T.D. is not signed (see 14.26 & 14.26.03). 

[-j The serial number of the application (or the number of the patent) which forms the basis for the double 
~~ patenting rejection is missing or incorrect (see 14.32). 

|— j The serial number of this application (or the number of the patent in reexam or reissue cases being 
disclaimed is missing or incorrect (see 14.26, 14.27.02 or 14.26.05). 

□ The period disclaimed is incorrect or not specified (see 14.26, 14.27.02 or 14.26.03). 

n 



Other: 



|-j Suggestion to request refund (see 14.36). NOTE: If already authorized, credit refund to deposit account 
and do not check this item. 

I have appropriately notified applicant(s) of the status of the Terminal Disclaimer filed in this case. 

Ex. Initials: Date: Log Date: 



http://uspto-a-pattr^/SpreDB/TDInformalMemoPrint.aspx?Seria]No=1076l938 
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+703-905-2500 



T-615 P. 004/023 F-171 



TERMINAL DISCLAIMER 
U.S. Application Serial No.: 10/761,938 
Attorney Pocket No. 016472-0311710 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Soheii SHAMS era/. 



In Re Patent 
Application Of: 

Serial No.: 

Attorney Docket No.: 

Filing Date: 

art Unit: 

Examiner: 

For: 



10/761 ,938 
016472-0311710 
January 21 , 2004 
2625 
Abolfazl Tabatabai 

System and Method for Automatically Processing 

MlCROARRAYS 



Confirmation No. 



2161 



Terminal Disclaimer 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA. 22313-1450 

Dear Sir: 

The undersigned, on behalf of the petitioner, BioDiscovery, Inc., represents 
that the petitioner. BioDiscovery, Inc., is the owner of the entire right, title and 
interest of: 

(1 ) U.S. Application Patent No. 6,731 ,78i for System And Method For 
Automatically Processing Microarrays, by virtue of an Assignment to 
BioDiscovery, Inc., from the inventors thereof, said assignment recorded on 
December 15, 1999, at Reel 010523, Frame 0014; and 

(2) the above-captioned U.S. Application No. 10/761 ,938 by virtue of an 
Assignment to BioDiscovery, Inc., from the inventors thereof executed on 
December 15, 1999, at Reel 015704, Frame 0721. 



-i- 
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03-28-2006 15:26 F rom-P I LLSBURY WINTHROP 



+703-905-2500 



T-815 P. 005/023 F-171 



TERMINAL DISCLAIMER 
U.S. Application Serial No.; iu/76l^38 
Attorney Docket No. 016472-0311710 

Petitioner hereby certifies that the above-mentioned Assignments have been 
reviewed and to the best of petitioner's knowledge and belief, title is in petitioner who 
is seeking to take this action. 

Petitioner hereby disclaims, except as provided below, the terminal part of the 
statutory term of any patent granted on the above-captioned U.S. Application No. 
10/761 ,938, which would extend beyond the expiration date of the full statutory term 
as presently shortened by any terminal disclaimer of U.S. Patent No. 6,73i ,781 . and 
hereby agrees that any patent so granted on the above-captioned U S, Application 
No. 10/761,938 Shall be enforceable only for and during such period that the legal 
title to U.S. Patent No, 6731.781 shall be the same as the legal title to said patent 
issuing from the above-captioned U.S. Application No. 10/761,938, this agreement to 
run with any patent granted on U.S. Application No. 10/761,938 and to be binding 
upon the grantee, its successors or assigns. 

Petitioner does not disclaim any terminal part of any patent granted on the 
above-captioned U.S. Application No. 10/761,938 prior to the expiration date of the 
full statutory term as presently shortened by any terminal disclaimer of U.S. Patent 
No. 6,731,781 in the event said patent later: expires for failure to pay a maintenance 
fee, is held unenforceable, is found invalid by a court of competent jurisdiction, is 
statutorily disclaimed in whole or terminally disclaimed under 37 C.F.R. §i.32i(a), 
has all claims canceled by a Reexamination certificate, or is otherwise terminated 
prior to the expiration of its full statutory term as presently shortened by any terminal 
disclaimer, except for the separation of legal title stated above. 

-2- 
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From-Pt LLSBURY WINTHROP 



+703-905-2500 



T-815 P. 006/023 F-I7I 



TERMINAL DISCLAIMER 
U.S. Application Serial No.: 10/761,938 
Attorney Docket No. 016472-U3U71U 



The undersigned whose signature and title appear below is empowered to act 
on behalf of Petitioner. 

Please charge the $65.00 fee (Small Entity) for the filing of this Terminal 
Disclaimer to our Deposit Account No. 033975 {Reference No. 016472-0311710). 
Should this fee calculation be improper, please charge any deficiencies or credit any 
overpayments to our Deposit Account No. 033975 (Reference No. 016472- 



Date: March 29, 2006 



PlLLSBURY WINTHROP SHAW PiTTMAN LLC 

P.O. Box 10500 
McLean, Virginia 22102 
703-770.7900 (Telephone) 
703-770.7901 (Facsimile) 



0311710). 



Respectfully submitted, 
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+703-905-2500 



T-815 P. 007/023 F-171 



ApprowO for u»c mrougn o?;3i*ZDP6 OMB 0861-0032 
u S Patent una Traaawar* Omee: U.S. OEPARTMEWT OF COMMERCE 
Under ihe Paperwork Reoucuon ac| or 1898, no persons required to respono ifl a coilMdon of rtormnuon unto** t aisptayt a vSM OM8 central number 



Fees pursuant iq vto Consouauoo Appronations Act 2005 (n R +tn$) 

FEE TRANSMITTAL 
for FY 2005 


Compteie if Known 


Aooiicatton Numoer 


10/761.938 


Fiitns Date 


January 21 T 2004 


First Namea inventor 


SOHKIL SHAMS 


Examiner Name 


Abolfazl Tabaiabai 


H Applicant ciaims iroai entity See 37 CFR 1.27 


Art Unti 


2625 


^ TOTAU AMOUNT OF PAYMENT 1 (S) 65 




016472-0311710 



METHOD OF PAYMENT (coec* go tnat apply) 



piilsuury wLNTicaop Shaw 

Dcpoan Account Name HTTm^N llP 



Q Cfteck [Z] Creq*Ca»d |Z] MOney Order □ None Q Otner (ploto* nfcnuty) 
Q D*po*.i Account Depart Account 033975 

For me apo^iawSffia^epoda accouni. mo Dirtcior is noreoy auinoftteo to (cnec* an mat apply} 
[3 Cnargo fcnis) mflicatco below Q Charge feel*) indicated pejow. e*cepltorw>e filing foo 

QCn^flQanyaadnionallB€(s)orun(|erpaymeoioffeMi3j ["771 Credit any overpayments 
unoor 3? CFR 1 is ana 1 17 *-sj 

WAKnuiG irtfcn»ai*ofl on tnn Perm may docobv pwOko. Cra*i Cprq infbrm*no*i «nouM AOC Oft mooCofl on <h* Farm Pra«tQ« crm 
caro mfptvnatian ano amnortzju&o or PTD-20M. 



FEE CALCULATION 



1. BASIC FILING, SEARCH. AND EXAMINATION FEES 



Application Tvpft 


FILING FEES 

Small Entity 

Fry fj) a\ 


SEARCH FEES 

SroaD Enwy 
Fee (S> Fact \t) 


EXAMINATION FEES 
$m»i Enitiy 
Fgaif] f«« jjj 


utility 


300 




500 


250 


200 


100 


Design 


200 


too 


100 


50 


130 


65 


Rant 


200 


100 


300 


150 


ISO 


80 


Reissue 


300 


150 


£00 


250 


600 


300 


Provisional 


200 


100 


0 


0 


0 


0 



2. EXCESS CLAIM FEES 

Edtn ctaim over 20 or. tor Reissue*, cacn ciam over 20 ana more man m inc anginal patent 

Eacn mdepenoent ciami over 3 or, tor Reiftfiue*, aacfi independent dairn mora (nan »n ma ordinal patent 



f ft t!B 

50 22 
200 100 
360 180 



leaiSiaiaa E «trfl PiMifi £ss_oa 

• 20 or HP a X = 

hP « rxgn«« number of total claims pea tor. iTflram^r wan 20 

3 ornP = x 



Fea P» t d (H 



Fee |f) 



Foa Pain fj) 



Foe Pfrq |j) 



HP = niQnest numpei or maapanoenl cftm* paid for. if greater man 3 



3. APPLICATION SpZE FEE 

It the apeoncaiiofl one arawmas «.xc«i 100 »hcca of papar. me appiicanon stse fw? dye » $250 ($125 tor email emnyj 
fw ©acn aoauonal So sftc«s or tracoon meraof See 35 u.S.C. 4i(a)!i>(G) anq 3? CFR i 16(rj. 
T^iflSngW nn PMffi ^a^Sl? WMmftprof aacn aogmonat so or rractK>n tnc«»of 
-100- /S0= HOwnd up to a vnnoio number) a I 

4- OTHER FEE(S) 

Non-Engti&n Spflcif^ation 130 fee (no sm^n tnwy discoung 



Fee Pa.d 




Thifi couaeuon or ,jn^m«,cn .a roqurfv^py 37 CFR 1 130 Tft^lhfomiauon a roqutrcd to obtaa. or ream a oenet* oy me pu&Jic wnicn a to foe (ana oy me uSPTO 
to proce*« an appt^elivn. Cwifid«H*lny # governed oy 33 u S C. 122 ind 37 CFR 1 14 Tn* cojjeewn ,* e»Unsteo to rake 30 mm«ia* to compete mckKfeng 
flatrwino. prepar .no. and »uomm»ng trie complete a appwanon rorm to mc USPTO Time win wary depending upon me individual case Any commonw on the 
amOMrtt at time you rcqwireia complete ifrs form antyoi a*-flfi^i^ n * fof **uc»ng m»t o M ro«n. snoow p*» *ept id hip Ctiiet miormauon Ofticei. u S Prtant «nd 
Trademark Ofljce. u S Oapanmont of Commerce. P O Bo* nSO. Ajaxandne. VA 223l3-U50 00 nOT SEND FEES OR COMPLETED FORMS TO TmS 
ADDRESS SEND TO- Coniimwwner for P«ton». P.O. Box 1450. Aje*anana. VA 22313-1450. 

yow ikxxJ ***itanca m competing in* jarm. ca// 7-Soo-P70-»J89 ana select opoon 2. 
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